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Remarks 

Rejection of t he claims under 35 USC $1 12= 

Claims 14-26 have been rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement The action states that the claims encompass a genus of 
unspecified chelators and polymers capable of associating with a polynucleotide. The Action 
suggests, on pages 4 and 8, that the specification only provides sufficient description of a 
chelator-polycauonic polymer. Accordingly, Applicants have amended claim 14 to cite that 
primary amine-containing molecule is polycationic and that the chelator is capable of forming a 
non-covalent coordinate bond with a primary amine. Support for the amendment can be found in 
the specification on page 1 7 line 25 to page 1 8 line 1 8, and in example 1 5. Chelators, including 
crown ethers, known to form non-covalent coordinate bonds with primary amines are readily 
available in the art as evidenced by March "Advanced Organic Chemistry" Wiley and Sons 
(attached). 

Claims 14-26 have been rejected under 35 U.S,C. 112, first paragraph, as foiling to comply with 
the enablement requirement. Applicants believe the amendments to claim 14, described above in 
response to the written description requirement, axe sufficient to overcome the rejection based on 
the enablement requirement 

Rejection of t he claims under 35 USC S102: 

Claims 14-26 have been rejected under 35 U.S.C. 102(b) as being anticipated by Kayyem et al 
WO 96/1 1712, Applicants respectfully disagree. Kayyem teaches that a polychelator-polycation 
can be used to condense DNA, Metal ions, which are able to be coordinately bound by the 
chelators, can then be added to the DNA/polycation complex in order to co-deliver the DNA and 
the metal ions. In contrast, Applicants claim forming a complex of DNA and amine-containing 
polycation and then associating a chelator with amines on the polycation. The attached drawings 
illustrate the difference between the teaching of Kayyem and the invention claimed by the 
Applicants. Applicants respectfully request reconsideration of the 102 rejection. 
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Rejection of the claims un der 35 USC S1Q3: 

Claims 14-26 have been rejected under 35 U.S.C. 103 as being unpatentable over Kayyem et al. 
in view of Hnatowich et al U.S. Patnet No. 5,980,861 . Applicants respectfully disagree for the 
reasons stated above in response to the 102 rejection. Applicants respectfully request 
reconsideration of the 103 rejection. 

Double Patenting: 

Claims 14-26 have been rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-17 of U.S. Patent No, 6,818,626. 
Applicants respectfully disagree. Claims 1-1 1 of '626 encompass a polymer in which association 
of the polymer with a nucleic acid is dependent on the presence of metal cations (see attached 
illustration). In the instant application, association of the chelator with the nucleic acid is not 
dependent on the presence of metal cations. Claims 12-1 7 of '626 encompass metal cation 
dependent association of a second polymer with a first polymer (see attached illustration). The 
instant invention claims association of a chelator with a polycation through coordinate bonding 
of an amine on the polycation. Applicants request reconsideration of the double patenting 
rejection. 

The Examiner's objections and rejections are now believed to be overcome by this response to 
the Office Action. In view of Applicants 1 amendment and arguments, it is submitted that claims 
14-16 and 18-26 should be allowable. 



Respecl 



tfully submitted, 




KirkEkena, Reg. No. 56,672 
Minis Bio Corporation 
505 South Rosa Road 
Madison, WI 53719 
608-238-4400 



I hereby certify that (hi* correspondence to being facsimile 
transmitted to the USPTO or deposed with the United 
States Postal Service won eufflcleni postage as express 
mell in an envelope eddreesod to; CommlMloner for 
Patents, P j). Box 1 450, Alexandria, VA 22313-1450 on 
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[REPLACEMENT SHEET] 



CROSS-REFERENCE TO RELATED APPLICATIONS 

This application is a continuation of Application No. 09/234,606, filed January 21, 1999, 
now U.S. Patent 6.B18.626. which claims the benefit of U.S. Provisional Application No. 
60/093,230, filed July 17, 1998. 
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Method taught by Applicants: 
association of chelators with amines 
on polycations present in 
potycauWDNA complexes 
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Method taught by Kayyem: 
association of poly chelator with 
DNA followed by association of 
metal ion with polychelator 
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Method claimed by 6,818,626: 
metal cation dependent 
association of two polymers 
(claims 1-11) 
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Method claimed by 6,818,626: 
metal ion dependent 
association of two polymers 
(claims 12-17) 
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